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rejection there must be no difference between what is claimed and what is disclosed in the applied 
reference. In re Kalm, 154 USPQ 10, 12 (CCPA 1967); Scripps v. Genentech Inc., 18 USPQ2d 
1001, 1010 (Fed. Cir. 1991). 

* As the Office Action expressly recognizes that the Dulaney et al reference does not 

disclose the use scenario data operable to receive hypothetical sets of constant value data (Office 
Action dated 11/03/2005, Page 8, Lines 11-13), Applicant respectfully asserts that the above 
referenced claims, as amended, are patentable and respectfully requests that the rejection under 35 
USC 102(b) be withdrawn. 



Rejection Under 35 USC 103(a) Over Dulane\ et al (U.S. Pat. No. 6.341.269 BP in view of 
Jameson (U.S. Pat. Mo. 6.625.577 BP 

Claims 10 and 11 have been rejected under 35 USC 103(a) as being unpatentable over 
Dulaney et al (U.S. Pat. No. 6,341,269 Bl) in view of Jameson (U.S. Pat. No. 6,625,577 Bl). 
Applicants respectfully traverse this rejection as there is no motivation to combine the cited 
references to achieve Applicant's claimed invention. Therefore, Applicants* contend that the 
claimed invention is unobvious and that the rejection should be withdrawn. 

As is fundamental, a prima facie case of obviousness must be based on facts, "cold hard 
facts." In re Freed, 165 USPQ 570, 571-72 (C.C.P.A. 1970). When the rejection is not 
supported by facts, it cannot stand. Ex parte Saceman, 27 USPQ2d 1472, 1474 (B.P.A.I. 1993). 

As is well settled, an Examiner cannot establish obviousness by locating references which 
describe various aspects of a patent applicant's invention without also providing evidence of the 
motivating force which would impel one skilled in the art to do what the patent applicant has 
done. Ex parte Levengood, 28 USPQ2d 1300, 1301-02 (BPAI 1993). The rejection fails to 
provide any reason why one would be motivated, let alone impelled, to combine the Dulaney et al 
and Jameson references in the manner suggested by the Examiner. Thus, the rejection fails to set 
forth the required facts and reasoning required to support a prima facie case of obviousness. 

A prima facie case of obviousness, however, requires that the rejection describe with 
specificity why one skilled in the art would have combined two references to arrive at the claimed 
invention. In re Dembiczak, 50 USPQ2d 1614, 1617 (CAFC 1999). ("Our case law makes clear 
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that the best defense against the subtle but powerful attraction of a hindsight-based obviousness 
analysis is rigorous application of the requirement for a showing of the teaching or motivation to 
combine prior art references: 9 ). In the present case, no such explanation is found in the rejection. 

) Thus, the rejection is not supported by the kind of specificity required to sustain a 

conclusion of obviousness. Ex parte Humphreys, 24 USPQ 2d 1255, 1262 (BPAl 1992). 

Obviousness, however, cannot be based upon speculation. Nor can obviousness be based 
upon possibilities or probabilities. Obviousness must be based upon facts, "cold hard facts/* In 
re Freed, 165 USPQ 570, 571-72 (CCPA 1970). When a conclusion of obviousness is not based 
upon facts, it cannot stand. Ex parte Saceman, 27 USPQ2d 1472, 1474 (BPAl 1993)- 

Moreover, whether or not Dulaney etal and Jameson are non-analogous arts, it remains 
that the question of "non-analogous art 1 ' is relevant to whether it would be proper to combine 
references . In re Clay, 23 USPQ2d 1058, 1060-61 (Fed. Cir. 1992). That is, even when 
references are in related arts, the Examiner still has the burden of establishing (1) that there is a 
suggestion or motivation to combine the references relied upon, and (2) that the references, when 
so combined, contain the requisite suggestion and motivation which would have led one to 
combine the particular disclosure relied upon and to make the invention as claimed. In re 
Dembiczak, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999). 

The Examiner was required to demonstrate where in Dulaney et al and Jameson there is a 
suggestion which would have "strongly motivated* 1 one to make product factor optimization 
systems as claimed. Ex parte Graselli, 231 USPQ 393, 394 (Bd. App. 1986). The type of 
motivation which would have "impelled" one to do so {Ex parte bevengood, 28 USPQ2d 1300, 
1301-02 (BPAl 1993)). and the type of suggestion that the changes "should" be made. Ex parte 
Markowitz, 143 USPQ 303, 305 (Bd. App. 1964). 

Because the Examiner has not identified any suggestion, reason, or other 
motivation, including suggestion of desirability, for why one would have combined the Dulaney 
et al and Jameson references, the rejection should be withdrawn. Accordingly, Applicant 
respectfully asserts that for these reasons the rejection of the above referenced claims under 35 
USC 103(a) is in error and should be withdrawn. 



Page 14 of 17 



PAGE 2/9 • RCVD AT 8/1/2005 2:34:35 PM [Eastern Daylight Time] * 6VR:USPTO-EFXRF-6/32 • DN1S:273S300 • CSIO:513 634 6108* DURATION <mm-ss):03-12 



513 634 6108 



01:39:42 p.m. 



08-01-2005 



19/25 



Appt. No. 09/902,144 

Any. Docket No. 8633 

Amdt. dated May 03, 2005 

Reply to Office Action of November 3. 2004 

Customer No. 27752 

Conclusion 

In light of the above remarks, it is requested that the Examiner reconsider and withdraw 
the objection to Claim 22, and the rejections under 35 USC 101, 35 USC 102(e), 35 USC 103(a). 
) and 35 USC 112, Second Paragraph. Early and favorable action in the case is respectfully 

requested. 

Applicants have made an earnest effort to place their application in proper form and to 
distinguish the invention as now claimed from the applied references. In view of the foregoing, 
Applicants respectfully request reconsideration of this application, entry of the amendments 
presented herein, and allowance of Claims 1 , 3-8, 1 1-19 and 21-24. 



Respectfully submitted, 
Sean Af. Kane, et at 




Erich D. Hemm 
Attorney for Applicant(s) 
Registration No. 47,286 
(513) 634-8960 

May J, 2005 
Customer No. 27752 

(Amendment-Response to Office Action-doc) 
Revised 10/14/2003 
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REVISED AMENDMENT PRACTICED CFR 1.121 CHANGED 
COMPLIANCE IS MANDATORY -Effective Date: July 30^003^^ 
All amendments filed on or after the effective date noted above must comply with ^>^37CFR ^J~™* 
RulS^« To Impfement Electronic Maintenance of Official Patent Application Records (68 Fed.Reg. 
3861 1 (Jiine 30^0035poated on the Office s website at:htm^wv^.uspto.gov/weh/patentsAifw/ 

the voluntary revised amendment format available to applicants since February ^^OTE^TOCT 
COmSSSt WITH THE REVISED 37 CFR 1.121 IS REQUIRED AS OF THE EFFECTIVE DATE {July 
S^Offi«™ ^applicants of amendments that are not accepted because they ^ not comply with 
SffiTOTUW WarN«ic7of Non-Compliant Amendment. See MPEP 714.03 (Rev.l Jeb.2003 .Tte ^non- 
cXtnSonCs)will have to be corrected and the entire ™teo S e« 

Bold underlined italic font has been used below to highlight the major difference, between ^ revised 37 
1121 and the voluntary revised amendment format that applicants could use stnee FebruaryJW* 
No"^a^nXSactice for reissues and reexamination proceedings .except for drawings^ not changed. 
REVISED AMENDMENT PRACTICE 

TBeriri each section of an amendment document on a separate sheet: 

Eachsection of an amendment document {e.g. .Specification Amendments.Claim Amendments ^rawing 
A^ne*d™ms and Remarks>must begin on a separate sheet. Starting each separate section on a new page will 
^l^^^^y indexing an5 scanning each section of an amendment document for placement in an 
image file wrapper. 

37Cra\ e *^Cr^^^^ er r«™^ version (a clean version and a marfced up version** 
^^pLceme^ p^^pTor secdon^ameoded cWm.Note.however.the requirements for . ck«n 
r^i^ a^T^rSd^^loo for substitute speefflcattons under 37 CFR 1J2S have bee. retained. 

^^Stdoc^^t include, a change to an existing cancellation of a claim or sutaussion of a new 
cUm.Zartlnchide a complete listing of all claimi in tbe application.After each claim number in the listing.^ 
s^mul. Kca^edln^ pamnthScal expres»ion.and the text of each pending claim (with nnrlangs to show 
c^^n^usX presented.Tbe claimVin the listing will replace a.l prior claims in .he appU^ 
(IVTbe current status of all of the claims in tbc application.including any previously canceled.™* entered or 

be given in a parenthetical expression following 
the following seven status identiF.ers:(original).(cuirently an^ n dccfl.(ca n cded)Xwithdnawn).(i>ew). 
Zre^hpresented)and (not entered^ text of all pending claims.i«/«n«g , 
be"uSde?ch nraVany claim is amendco.Canceled and not entered claims must be mdicatcd by only 

the claim number aad sutus.without presenting the text of the claims. , „.»:.-„. 

a!Thetext of all claims being currently amended must be presented i» the claim hsting with markings o mdicate 
S^es to have^een made relative to tbe immediate prior version.The changes in any amended claun 
mt teSoMby underlining (for added matter** strikethrough (for deleted maUer)w.U. 2 excep.,ons:(l) 
for deletion of fire character! or fewer, double brackets may be used (e*,«fenw }J);and (W 
srtemZugh cZSbTeasity perceived <e*..dete*>n of Ike number "4 " or certain pu*ctu*tu>n marks)), 
d™bu7™L mm, be used ^4 an alternative to using ^^^2?, 
portions of text may be included before and after text being debtetall m ^^^^?wedby 
meUdintand underlining the extra text with the desired change (e.g.,number 4 as number 14 as) An 
accoC^ te^n is no, required and should not be presented.Only claims of the status "currently 

amended." and "withdrawn " that are being amendedjnay include markings. . 

( jmuVteVt of pending claims not being currently amendediiwWiiw withdrawn etam»,must be presented in 
uSmYis^nTclean version.^..wUhout any markings.Any claim text presented m clean ve«.onw,. 
"cLtitute an assertion mat it has not been changed relative to the immediate pnor version except to omit 
nurkiMls that may have been present in the immediate prior version of the claims. . ,. , , _ . - 

Ko3 F^erfar mailing with all Office actions by aD TCs (4)A claim being canceled must be listed in the claim 
listing with the status identifier "canceled ";the text of the 

claim must not be presented-Providing an instruction to cancel is optional. ,., 

(5) Any claims addedby amendment must be presented in the claim listing with tbe status idenufier (new) .me 
text of the claim must not be underlined. _ , » 

(6) kll oHte cbims in the claim listing must be presented in ascending numerical order.Consecuuve canceled, 
or not entered^clairm may be aggregated into one statement {e.g.. Claims 1 -5 «" ncclcd » 

Example of listing of claims (use of the word "claim » before the claim number is optional)): 
Claims 1-5 (canceled) 

Claim 6 (previously presented):A bucket with a handle 

Claim 7 (withdrawn): A handle comprising an elongated wire. 

Claim 8 ( withdrawn):The handle of claim 7 further comprising a plastic gnp. 

Claim 9 (currently amended): A bucket with a green blue handle. 

Claim 1 0 (original):The bucket of claim 9 wherein the handle is made of wood. 
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Claim 1 1 (canceled) 
Claim 1 2 (not entered) 

Claim 13 (new): A bucket with plastic sides and bottom. 

=S CFR 1 72.1f a substitute specification U being submitted to mco^U ^.v e 

^tSS^gh (for deleted mattertwi* 2 exceptioa,:( l)fcc deUtlon of fir* <^J™ , 
^TnSsZy be Jed [e.g^Ueroor Jlkand <2)tf .HieOrough cannot* f^r^^ateln^f 
^h.rZmZr "4 " or certain punctuation marks))joubU brackets must be used (e.gJH ID-** an aUentattrtto 

TtrTeAroughfollowed by including and underlining the extra text vitk the detrei change (e.g..munber 4 as 
number 14 as) 

^icT£to "no fimherdrawing submission wUI be required. Un les» applicant u notif>«l. _ . ... 

Slf pSL^gal AWMby e-mail to patent.practice@uspto.gov or by phone at (703)305-1616. 
06/30/03 Fryer for roailiag wttli all Office actions by all TCs 
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